THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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HEARD: FEBRUARY 7, 2000

Bef ore FRANKFORT, STAAB and NASE, Adm ni strative Patent
Judges.

STAAB, Adninistrative Patent Judge.

ON REQUEST FOR REHEARI NG

This case conmes before us again on request for rehearing
of our decision nailed February 17, 2000, in which we reversed
the examner’s rejection of claim1 under 35 U S. C. § 112,
first paragraph, and affirmed the exam ner’s rejection of
claim11 under 35 U . S.C. 8§ 112, second paragraph.
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The examner’s rationale for rejecting claim1l under 35
US C 8§ 112, second paragraph, was that the term “sides of
t he socket form ng opening” |acked proper antecedent basis.
In treating the examner’s rejection of claim21 under 35
U s C
8 112, second paragraph, we stated on pages 7 and 8 of our
deci sion that neither appellant’s brief nor appellant’s reply
brief addressed this rejection, that appellant has in effect
acqui esced in the rejection, and that, accordingly, this
rejection was being summarily affirned.

Appel lant now, for the first time, directly chall enges
the examner’s rationale. Specifically, appellant now asserts
t hat

the term“sides” is being used for the first tinme

[in the claim and is not being stated as “said

sides” but sinply as “sides” of the socket-formng

opening in the base. Applicant believes that this

i s acceptabl e | anguage and that the Exam ner’s

Section 112, second paragraph, rejectionis in err

[sic, error] [request, page 1].

The attenpt to raise this issue in the request for
rehearing is inproper and will not be considered. 37 CFR

1.197(b) requires a request for rehearing to state with
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particularity the points believed to have been m sapprehended
or overlooked in rendering the decision. Since appellant
heretofore did not dispute the exam ner’s conclusion that the

term nol ogy “sides of the socket

form ng opening” appearing in claiml1l nade the claim
indefinite within the neani ng of the second paragraph of 35
US C 8§ 112, this point could not have been overl ooked or
m sapprehended in rendering the decision. Mreover and in any
event, we do not necessarily agree with appellant’s newy
presented argunent as to why the claimlanguage in question
satisfies the requirenents of the second paragraph of 35
Uus C § 112

Appel l ant asks in the alternative that we enter the
anendnent attached to the request and reconsider the affirned
35 U.S.C. 8§ 112, second paragraph, rejection of claim1l in
light of said amendnent.

We have no authority to reopen prosecution or to enter
cl ai m anmendnents. Mreover, it is not the policy of the Board
to consider the effect of anmendnments filed after a decision
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has been rendered in that we do not have the benefit of the

examner’s input as to the nerits of the amendnents.'?

Appel l ant’ s request for rehearing is granted to the
extent of reconsidering our decision, but is denied with
respect to maki ng any change therein.

DENI ED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

LAVWRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

! The exam ner may, however, recommend entry of the
amendnent if he considers that it obviously places the case in
condition for allowance. See MPEP § 1214.07

-4-



Appeal No. 1998-3315
Appl i cation 08/ 739, 065

JEFFREY V. NASE
Adm ni strative Patent Judge
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